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DETAILED ACTION 

1 . This office action is responsive to communications filed 29 June 2001 . 

2. Claims 1-17 have been examined. 



Claim Objections 

3. Claim 4 is objected to because of the following informalities: there appears to be a 
grammatical error on line 2 during the phrase "is accomplished only when the need for the software 
file is needed...". Appropriate correction is required. For purposes of examination this will be 
interpreted to read "is accomplished only when the software file is needed. . 

4. Claim 9 is objected to because of the following informalities: there appears to be a 
grammatical error on line 3 during the phrase "receiving a request for the download a copy. . .". 
Appropriate correction is required. For purposes of examination this will be interpreted to read 
"receiving a request for the download of a copy. . 

5. Claim 15 is objected to because of the following informalities: there appears to be a 
grammatical error on line 4 during the phrase "from a client system for a copy of at the at least 
one. . .". Appropriate correction is required. For purposes of examination this will be interpreted to 
read "from a client system for a copy of the at least one. . ." 

6. Claim 15 is objected to because of the following informalities: there appears to be a 
grammatical error on line 7 during the phrase "down loading sending the payload". Appropriate 
correction is required. For purposes of examination this will be interpreted to read "sending the 
payload..." 

7. Claim 17 is objected to because of the following informalities: there appears to be a 
grammatical error on line 3 during the phrase "a network interface for couple one or more. . .". 
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Appropriate correction is required. For purposes of examination this will be interpreted to read "a 
network interface for coupling one or more. . 

8. Claim 17 is objected to because of the following informalities: there appears to be a 
grammatical error on line 4-5 during the phrase "the one or more client system. . .". Appropriate 
correction is required. For purposes of examination this will be interpreted to read "the one or more 
client systems. . ." 

Claim Rejections - 35 USC % 112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

10. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distincdy claim the subject matter which applicant regards as the 
invention. 

The phrase "receiving a request for the download of a copy of at least one software file from 
a client system" does not clearly indicate whether the request for the download is originating from 
the client system, or whether an external request is calling for the downloading of at least one 
software file from (emphasis added) a client system. As such, the claim as written is indefinite. For 
purposes of examination, the claim will be interpreted to read "receiving a request from a client 
system for the download of a copy of at least one software file" 
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11. Claim 15 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

12. Claim 15 recites the limitation "the file system" in line 8. There is insufficient antecedent 
basis for this limitation in the claim. For purposes of examination this will be interpreted to read 
"software file to a file system. . 

Claim Rejections - 35 USC § 101 

13. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of 
this tide. 

Claim 16 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non-statutory 
subject matter. 

The invention as disclosed in claims 1-32 is directed to non-statutory subject matter. The claimed 
invention as a whole must accomplish a practical application. That is, it must produce a "useful, 
concrete and tangible result." (State Street Bank & Trust Co. v. Signature Financial Group Inc., 
149 F.3d at 1373, 47 USPQ2d at 1601-02.) 

Specifically, the claims are directed to a structure of a software payload consisting of a 
number of software elements. However, these elements are not necessarily embodied in computer 
hardware, nor does the claim recite any useful, concrete and tangible result from the structure of this 
software payload. Thus, applicant fails to disclose that the payload is tangibly embodied and 
executed by a piece of hardware and that their functions have practical applications which produce 
useful, concrete, and tangible results under the State Street Formulation. 

On this basis, claim 16 is rejected under 35 U.S.C. § 101. 
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Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in 
the United States before the invendon by the applicant for patent or (2) a patent granted on an application for patent 
by another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 21 (2) of such treaty in the English language. 

15. Claims 1, 3-12 and 1447 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
Publication 2002/0174422 Al to Kelley et al, hereafter referred to as Kelley. 



Per claim 1: 

Kelley discloses: 

a method on a client server network for the ordering, downloading, and installing software 
(Note paragraph 0025) 

ordering at least one software file from a list of software on a software ordering server 
("The. . .administrator can specify which vendor sites to monitor and which patches to 
collect. . in paragraph 0050) 

receiving a response to the order for at least one software file from the software ordering 
server, the response including an entidement ID ("A cryptographic checksum for each file is 
also included in the patch. . in paragraph 0050) 

requesting a copy of the at least one software file from the software delivery server, the 
request includes the received entidement ID ("From this information, the. . .Server can 
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determine which patches need to be installed on the target system. . in paragraph 0051. 
The patches are requested from the vendor sites.) 

- receiving the copy of the at least one software file from a scheduling server as part of a 
payload containing at least one customized installation script ("distributes needed patches as 
well as the appropriate installation script to client's systems. . in paragraph 0026) 

- installing the received copy of the at least one software file under the direction of a 
scheduling server ("The. . .Server evaluates target systems on a scheduled basis and installs 
patches. . ." in paragraph 0048) 

substantially as claimed. 

Per claim 3: 

The rejection of claim 1 is incorporated, and further, Kelley discloses sending a system platform 
type, amount of available storage, and an identifier of other software installed as claimed (Note 
paragraph 0042) 

Per claim 4: 

The rejection of claim 1 is incorporated, and further, Kelley discloses ordering from the software 
ordering server only when the software file is needed as claimed ("automating the installation of 

v.. 

required security patches and related system software" in paragraph 0040) 
Per claim 5: 

The rejection of claim 1 is incorporated, and further, Kelley discloses the step of installing requiring 
no further intervention from the software ordering server as claimed ("distributes needed patches as 
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well as the appropriate installation script to client's systems. . in paragraph 0026. The script 
performs the installation; consequently, the server does not need to intervene.) 

Per claim 6: 

The rejection of claim 1 is incorporated, and further, Kelley discloses the step of installing requiring 
no client user intervention by a user on the client system as claimed ("distributes needed patches as 
well as the appropriate installation script to client's systems. . ." in paragraph 0026. The script 
performs the installation; consequendy, the user does not need to intervene.) 

Per claim 7: 

The rejection of claim 1 is incorporated, and further, Kelley discloses the step of installing not 
allowing any choices or options by a user on the client system as claimed ("distributes needed 
patches as well as the appropriate installation script to client's systems. . ." in paragraph 0026. The 
script performs the installation; consequently, the user does not need to intervene and cannot 
choose options during the installation.) 

Per claim 8: 

The rejection of claim 1 is incorporated, and further, Kelley discloses the step of installing obviating 
the need for help to install, or questions about the installation of the at least one software file from a 
help desk as claimed ("distributes needed patches as well as the appropriate installation script to 
client's systems. . in paragraph 0026. The script performs the installation automatically with no 
intervention, thereby inherendy obviating the need for help to install or the need for a help desk.) 
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Per claim 9: 

Kelley discloses: 

a method on a client server network for the selection, download and installation of software 
(Note paragraph 0025) 

receiving a request from a client system for the download of a copy of at least one software 
file ("will compare the target system's objects with the objects form the patch to determine 
what is actually installed and what needs to be installed. . ." in paragraph 0049. The client 
software will indicate what software is needed.) 

verifying the client system's PC compatibility for the requested copy of at least one software 
file ("then collects all of the patches from the patch spec database pertaining to this system's 
operating system, version, and architecture" in paragraph 0051) 
- scheduling the download of the requested software to the client system ("distributes needed 
patches as well as the appropriate installation script to client's systems. . ." in paragraph 0026) 
substantially as claimed. 

Per claim 10: 

The rejection of claim 9 is incorporated, and further, Kelley discloses requesting the client system's 
PC platform type, available storage, installed software, and verifying that one or more responses to 
the requests are within allowable limits as claimed (Note paragraph 0042. The system inherendy 
verifies that the patch will work before installing.) 

Per claim 11: 

Kelley discloses: 
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a method on a client server network for the ordering, deployment and installation of 
software (Note paragraph 0025) 

receiving an entitiement ID for at least one software file ("A cryptographic checksum for 
each file is also included in the patch. . ." in paragraph 0050) 

storing the entitiement ID for at least one software file in a database ("the patch spec 
database. . ." in paragraph 0051) 

receiving a request for the down load of at least one requested software file with a 
entitiement ID from a client ("then collects all of the patches from the patch spec database 
pertaining to this system's operating system, version, and architecture" in paragraph 0051. 
The ID information from the client is used to match the patches in the database) 
looking up the received entitlement ID in the database ("then collects all of the patches from 
the patch spec database pertaining to this system's operating system, version, and 
architecture" in paragraph 0051) 

finding the entitiement ID and the request for at least one software file in the data base 
("then collects all of the patches from the patch spec database pertaining to this system's 
operating system, version, and architecture" in paragraph 0051) 
scheduling a response to the request for a copy of the at least one software file at a 
scheduling server ("distributes needed patches as well as the appropriate installation script to 
client's systems. . ." in paragraph 0026) 
substantially as claimed. 

Per claim 12: 
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Claim 12 is directed to a computer readable medium containing programming instructions for 
performing the method of claim 1, and is rejected for the reasons set forth in connection with claim 
1. 

Pet claim 14: 

The rejection of claim 12 is incorporated, and further, note the rejection regarding claim 3. 

Per claim 15: 

Kelley discloses: 

- a computer readable medium containing programming instructions for the ordering, 

deployment and installation of software over a client server network (Note paragraph 0025) 
receiving a request from a client system for a copy of at least one software file ("will 
compare the target system's objects with the objects form the patch to determine what is 
actually installed and what needs to be installed. . ." in paragraph 0049. The client software 
will indicate what software is needed.) 

building a payload of software commands and the at least one software file ("distributes 
needed patches as well as the appropriate installation script to client's systems. . in 
paragraph 0026) 

sending the payload of software commands and the at least one software file to a file system 
("distributes needed patches as well as the appropriate installation script to client's 
systems. . in paragraph 0026) 
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installing the at least one software file on the client system using the software commands in 
the client ("The. . .Server evaluates target systems on a scheduled basis and installs 
patches. . ." in paragraph 0048) 
substantially as claimed. 

Per claim 16: 

Kelley discloses: 

a structure of a payload for the delivery of at least one software file ("distributes needed 

patches as well as the appropriate installation script to client's systems. . in paragraph 0026. 

The patch is inherendy part of a payload, as it is transferred to the client system.) 

at least one software file ("distributes needed patches as well as the appropriate installation 

script to client's systems. . in paragraph 0026. The software file is part of the patch.) 

at least one installation script for at least one software file ("distributes needed patches as 

well as the appropriate installation script to client's systems. . ." in paragraph 0026.) 

at least one software key for the at least one software file for installing the one software file 

("If checksum in patch specification. . ." in paragraph 0091. The checksum is a type of 

software key.) 

an overall installation script which controls the downloading and installation and file 
maintenance for the at least one software file ("distributes needed patches as well as the 
appropriate installation script to client's systems. . in paragraph 0026. The script performs 
maintenance checks to ensure that the patch should be installed on the client system.) 
substantially as claimed. 
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Per claim 17: 

Kelley discloses: 

a software staging server coupled to a client server network (Note Figure 1) 
a network interface for coupling one or more client systems (Note Figure 1) 
a request received over the network interface from at least one of the one or more client 
systems for a copy of at least one software file ("will compare the target system's objects 
with the objects form the patch to determine what is actually installed and what needs to be 
installed. . in paragraph 0049. The client software will indicate what software is needed.) 
a payload of software commands and the at least one software file, the payload sent over the 
network interface so that the at least one software file is installed on the at least one of the 
one or more client systems without further user intervention on the client system 
("distributes needed patches as well as the appropriate installation script to client's 
systems. . ." in paragraph 0026. The script performs the installation; consequently, the user 
does not need to intervene.) 
substantially as claimed. 



Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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17. Claims 2 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Publication 2002/0174422 Al to Kelley et al, hereafter referred to as Kelley in view of U.S. Patent 
6,067,582 to Smith et al, hereafter referred to as Smith. 

Pet claim 2: 

The rejection of claim 1 is incorporated, and further, Kelley does not explicidy disclose receiving a 
request for acceptance of a software license agreement, and sending the acceptance to the software 
delivery server. Smith discloses in an analogous client/ server software distribution system the act of 
requesting acceptance of a software license agreement, and sending the acceptance to the software 
delivery server as claimed ("confirms acceptance of license terms and inputs user information, all of 
which is then transferred back to the server module. . in col 3 lines 21-23). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to include the license 
agreement ability of Smith with the software distribution system of Kelley, as this would enable a 
vendor to impose legal standards on the to-be installed software in the system of Kelley. 

Pet claim 13: 

The rejection of claim 12 is incorporated, and further, note the rejection regarding claim 3. 

Conclusion 

18. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Trent J Roche whose telephone number is (703)305-4627. The examiner can 
normally be reached on Monday - Friday, 9:00 am - 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Kakali Chaki can be reached on (703)305-9662. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Trent J Roche 
Examiner 
Art Unit 2124 

TJR 



